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DETAILED ACTION 

Acknowledgement 

1 . Acknowledgement is hereby made of the amendment and drawings filed 
10/24/2006. Claims 56-72 remain under prosecution and are presented herein. 

Objections 

2. Claim 56 lines 8-10, it is unclear as to which (connector or communications 
module) is to transmit signals. Likewise, it is unclear as to which is to standardize logic 
levels. The same objection is raised for claim 60 lines 9-10, 

3. Claim 56 line 9, claim 60 line 10, claim 65 line 7, "the logic levels" and "the 
format" lack antecedent basis. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Re claim 64, it is unclear what is meant by "the terminal is responsive to the non- 
operation of the communications module for opening the switch". It appears that the 
limitation "the non-operation of the communications module for opening the switch" 
causes the opening of the switch already; hence there is no need for the terminal to 
further sense and remove the power from the module. Clarification is requested. 

Claim Rejections ' 35 use § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim(s) 59-63, 69-72 is/are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gombrich et al. (US 4,857,716) in view of Scholz (US 4,644,366) 
further in view of Katner (US 5,059,951) 

Gombrich et al. discloses an apparatus comprising: a data terminal; a wireless 
(Fig. 1) communications module comprising a transceiver arranged to transmit and 
receive radio frequency signals; at least one antenna (Fig. 10, 1) coupled with the 
transceiver; and a connector attached to a pen/wand scan terminal (see Fig. 12) 
arranged to couple the communications module with the terminal and to transmit 
signals, wherein the terminal is coupled with the connector and is arranged to 
standardize the logic levels and the format of the signals transmitted over the connector 
(signals collected from the wand/pen) such that the terminal may be engaged by the 
communications module through the connector without adjustment of the 
communications module. The module has On/Off switch (col. 12 lines 15+) to manually 
turn off the terminal and communication module when there is no operation. Gombrich 
is silent with respect to the connector being removable. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to recognize that the 
connector indicated by numeral 120 in Fig. 12 is removable from a receiving opening as 
seen in Fig. 11; One skilled in the art also recognize that mere making a part integral or 
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separable has no patentable weight. In re Dulberg, 289 F.2d 522, 523. 129 USPQ 348, 
349 (CCPA 1961). Schenck v. Nortron Corp., 713 F.2d 782, 218 USPQ 698 (Fed. Cir. . 
1983). In re Larson, 340 F.2d 965, 968, 144 USPQ 347, 349 (CCPA 1965). 

Gonnbrich et al. is silent with respect to the antenna being embedded in the 
terminal. 

Scholz discloses such antenna is known in the art. Scholz discloses flat antenna 
50 on a circuit board and embedded in the cover 15 of a terminal 10 (Fig. 1-5). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Scholz in order to minimize the 
thickness of the antenna so that the terminal can be less bulky to carry or for storage. 

Gombrich et al. further is silent with respect to the at least one antenna 
comprises a pair of flat antennas. 

However, the Court has ruled that mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. In re Harza, 274 F.2d 
669, 1 24 USPQ 378 (CCPA 1 960). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of the Court to provide a 
redundant antenna to use it as a backup for the possibility of the other antenna being 
failed. 

Gombrich et al. further silent with respect to the at least one antenna comprises 
two antennas having different structure relative to each other. 
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Katner discloses an antenna coil 29-30 (Fig. 4) embedded in a scan terminal fpr 
reading RFID tags 3 (Fig. 1-2). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
of Katner in order to provide means to read/scan additional type of tag beside barcode. 
Note that although Katner's terminal communicates to a host using wired means 32. 
However, this can be replaced with wireless means well known In the art as also 
discussed above. 

7. Claim(s) 65-68 is/are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zouzoulas et al. (5,059,778) in view of Gombrich et al. (US 4,857,716) further in 
view of in view of Scholz (US 4,644,366) further in view of Katner (US 5,059,951) 

Zouzoulas discloses a connector (Fig. 4-5) arranged to releasably engage a 
communications module 30, 300 with the terminal and to transmit signals; and 

a housing enclosing the terminal 10, 100 and defining an opening arranged to 
receive the communications module and to guide the module into contact with the 
connector, wherein the terminal is arranged to standardize the logic levels and the 
format of the signals transmitted over the connector such that tenninal may be engaged 
by the communications module through the connector without adjustment of the 
communications module or the terminal (terminal 10,100 has a barcode scanning circuit 
and/or means and a circuit board 107 that is configured to convert analog signals to 
digital logic levels). 
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Zouzoulas is silent witli respect to the communications module to receive and 
transmit RF signals. 

Gombrich et al. discloses an RF module connected to a pen barcode reader (Fig. 
12). see also discussion regarding claim 56 above. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teachings of Gombrich et al. to provide wireless communication 
capability preferable over cable RS-232 connection. 

Zouzoulas/Gombrich et al. is silent with respect to the antenna being embedded 
in the terminal. 

Scholz discloses such antenna is known in the art. Scholz discloses flat antenna 
50 on a circuit board and embedded in the cover 15 of a terminal 10 (Fig. 1-5). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Scholz in order to minimize the 
thickness of the antenna so that the terminal can be less bulky to carry or for storage. 

Zouzoulas/Gombrich et al. further is silent with respect to the at least one 
antenna comprises a pair of flat antennas. 

However, the Court has ruled that mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. In re Harza, 274 F.2d 
669, 124 USPQ 378 (CCPA 1960). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of the Court to provide a 
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redundant antenna to use it as a bacl<up for tlie possibility of tlie other antenna being 
failed. 

Gombrich et al. further silent with respect to the at least one antenna comprises 
two antennas having different structure relative to each other. 

Katner discloses an antenna coil 29-30 (Fig. 4) embedded in a scan terminal for 
reading RFID tags 3 (Fig. 1-2). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
of Katner In order to provide means to read/scan additional type of tag beside barcode. 
Note that although Katner's terminal communicates to a host using wired means 32. 
However, this can be replaced with wireless means well known in the art as also 
discussed above. 

8. Claim(s) 64 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gombrich et al. (US 4.857,716) in view of Zouzoulas et al. (5.059.778) 

Zouzoulas et al. discloses an apparatus comprising a terminal 10, 100 and 
communication module 30, 300 (Fig. 1-2, col. 8 line 37) wherein power to the wireless 
battery operated module 300 is removed when inactivity is sensed (col. 8 lines 60-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of Zouzoulas et al. in order to 
conserve the battery power of the handheld battery operated apparatus. 



Double Patenting 
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9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or v\/ould have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claim(s) 56, 60, 65 is/are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 9, 77, 91-96, 
105-109 of U.S. Patent No. 5,410,141, referred to as Patent '141. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because they essentially reciting the same limitations of the claims. 

Claim 56 is rejected in view of claim 105 of Patent '141 in that claim 105 of the 
patent recites: 



- a terminal (see base claim 91 ) 

- a wireless communication module (see claim 105) which inherently implies 
the use of an antenna; the antenna is embedded within the module (claim 94) 

- a connector means (see claim 105) 
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Claim 60 is rejected in view of claim 105 of Patent '141 in that claim 105 of the 
patent recites: 

- A portable terminal of size and weight carriable by a user (see base claim 91) 

- a wireless communication module (see claim 105) which inherently implies 
the use of an antenna; the antenna is embedded within the module (claim 94) 

- a connector means (see claim 105) to releasably engage the wireless 
communications module with the terminal 

- the terminal is arranged to standardize logic levels of the coupled signals 
transmitted over the connector such that the data collection is engaged by the 
communications module through the connector without adjustment of the . 
communications module or the terminal (see claim 105) 

Claim 65 is rejected in view of claim 105 of Patent '141 in that claim 105 of the 
patent recites: 

- A portable terminal of size and weight carriable by a user (see base claim 91) 

- a wireless communication module (see claim 105) which inherently implies 
the use of an antenna 

- a connector means (see claim 105) to engage the wireless communications 
module with the terminal; the antenna is embedded within the module (claim 
94) 

- a housing means (see base claim 91) to receive plurality of integratable 
modules inherently including the wireless communication module which 
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together with the portable terminal inherently imply having size and weight to 

be maneuverable with only one hand of a user 
- the terminal is arranged to standardize logic levels of the coupled signals 

transmitted over the connector such that the data collection is engaged by the 

communications module through the connector without adjustment of the 

communications module or the terminal (see claim 1 05) 
1 1 . Claim(s) 57-59, 61-64, 66-72 is/are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 9, 77, 91-96, . 
105-109 of U.S. Patent No. 5.410,141 , referred to as Patent '141 in view of Scholz (US 
4,644,366) further in view of Katner (US 5,059,951) and Zouzoulas (5,059,778). The 
teachings of Patent' 1 41 /Scholz/Katner/Zouzoulas have been discussed above. 

As seen, Patent'141 lacks the flat antenna or further lacks the structure of two 
antennas being different. 

Scholz discloses such antenna is known in the art. Scholz discloses flat antenna 
50 on a circuit board and embedded in the cover 15 of a terminal 10 (Fig. 1-5). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Scholz in order to minimize the 
thickness of the antenna so that the terminal can be less bulky to carry or for storage. 

Katner discloses an antenna coil 29-30 (Fig. 4) embedded in a scan terminal for 
reading RFID tags 3 (Fig. 1-2). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
of Katner in order to provide means to read/scan additional type of tag beside barcode. 
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Note that although Katner's terminal communicates to a host using wired means 32. 
However, this can be replaced with wireless means well known in the art as also 
discussed above. 

Zouzoulas et al. discloses a scanning apparatus comprising a connector 10, 100 
and data terminal 30, 300 (Fig. 1-2) wherein power to a wireless battery operated 
module 300 is removed when inactivity is sensed (col. 8 lines 60-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of Zouzoulas et al. in order to 
conserve the battery power of the handheld battery operated apparatus. 

Remarks 

12. Applicant's arguments with respect to reference Nishikawa (5,166,693) have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thien T. Mai whose telephone number is 571-272-8283. 
The examiner can normally be reached on Monday through Friday, 8:00 - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Lee can be reached on 571-272-2398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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